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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 2 March have been fully considered but they are not 
persuasive. The applicant argues that Klimowicz et al. does not teach an inkjet 
dispenser. The examiner disagrees. As disclosed in the specification of the instant 
application pg 10, paragraph [36], "In piezoelectric inkjet technology, an activation pulse 
is applied to a piezoelectric plate or member attached to a plate, which then responds 
by flexing to propel an ink drop out of a nozzle". The device of Klimowicz et al. works in 
a similar way (col. 3, lines 20-40). The applicant also discloses how a piezoelectric 
inkjet works in the incorporated application 10/007,133 (now patent 6684880). In col. 3, 
lines 24-26, of patent 6684880 the applicant discloses a piezoelectric inkjet as 
"movement of a piezoelectric transducer changes a chamber volume to generate the 
drop". In Klimowicz et al., vibration of 36 changes the volume of 30 expelling fluid 
through 37. 

2. As to the argument that Klimowicz et al. does not teach that the dispenser may 
be electronically programmed. The recitation that an element is "programmable" for 
performing a function is not positive limitation but only requires the ability to so perform. 
It does not constitute a limitation in any patentable sense. The prior art only needs the 
ability to be programmed. The device of Klimowicz et al. comprises a control system 
that is programmable to work in different modes (col. 4, line 10 thru col. 5, line 3). 
Klimowicz et al. also teaches dispensing different ratios (col. 4, line 64 thru col. 4, line 
3). 
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3. Applicant's arguments, see pg 14, lines 6-12, filed 2 March 2006, with respect to 
claims 1,19, 33, and 43 have been fully considered and are persuasive. The 103(a) of 
claims 1-7, 10, 16, 19-25, 27, 30, 32-36, and 43-48 have been withdrawn. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 54-57 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 54 and 55 provides for the use of a controller, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

7. Claims 56 and 57 provides for the use of droplet, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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9. Claims 54-57 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

11. Claims 1-7, 10-13, 16, 17, 33, 34, 36, 43-46, 48-52, 56, and 57 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Klimowicz et al. 6543443. 

1 2. Klimowicz et al. teaches an applicator for delivering two or more different 
bioactive compositions comprising: an inkjet dispenser comprising an multiple ejector 
heads, each of which is in fluid communication with an orifice 37, the inkjet dispenser 
further including a main body; multiple replaceable fluid reservoirs 14 and 16, each of 
which is configured to hold and to simultaneously deliver one of the bioactive 
compositions (col. 2, line 50-52) to respective one of the multiple ejector heads; the 
replaceable fluid reservoirs at least partially insertable through the body, and each of 
the multiple reservoirs configured to hold a different bioactive composition; a body 
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spacer 6; an electronic programmable device; wherein the applicator is an inhaler; 
wherein the applicator is a pulmonary inhaler; wherein the inkjet dispenser is a 
piezoelectric droplet inkjet dispenser 48; wherein the spacer is external to the body; 
wherein the inkjet dispenser is adapted to dispense droplets of the bioactive 
composition sized for respiratory inhalation; wherein the inkjet dispenser is adapted to 
dispense droplets of the bioactive composition sized for delivery to bronchial airways; 
wherein the spacer is a mouthpiece spacer or a nasal spacer and the inkjet dispenser is 
disposed within the spacer; further comprising a fluid conduit extending between each 
of the fluid reservoirs and the inkjet dispenser, the fluid conduits adapted to deliver the 
bioactive compositions from the fluid reservoirs to the inkjet dispenser, the fluid conduits 
extending at least partially through the spacer; a programmable controller 51 adapted to 
control the inkjet dispenser; wherein the controller is programmed to deliver bioactive 
compositions from the applicator in response to clinical or physical information (col. 4, 
line 10 thru col. 5, line 20). 

13. As to claim 1 7, the recitation that an element is "programmable" for performing a 
function is not positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense 
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Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 19, 20, 22-25, 27, 30, and 32 are rejected under 35 U.S.C. 103(a) as 



being unpatentable over Klimowicz et al. 
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16. Klimowicz et al. discloses the claimed invention except for a third ejection head. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a third ejection head, since it has been held that mere 
duplication of the essential working parts of a device involves only routine skill in the art. 
St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

17. Claims 14, 21, 35, and 47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klimowicz et al. in view of Voges 5894841 . 

1 8. Klimowicz et al. teaches the applicator as in the above 1 02(b) rejection. It should 
be noted that Klimowicz et al. fails to teach wherein the inkjet dispenser is a thermal 
droplet inkjet dispenser. Klimowicz et al. teaches a piezoelectric dispenser. However, 
Voges teaches that thermal inkjet dispenser as an alternative to using a piezoelectric 
dispenser. Therefore it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to use a thermal inkjet dispenser as an alternative to 
a piezoelectric inkjet dispenser. 

1 9. Claims 1 8 and 37-41 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Klimowicz et al. in view of Scheuch et al. US 2001/0037806 A1 . 

20. Klimowicz et al. teaches the applicator as in the above 102(b) rejection. It should 
be noted that Klimowicz et al. fails to teach an input slot for removable memory 
electrically connected to the processor. 

21 . Scheuch et al. teaches an applicator the used a common slot (see fig. 2) for 
inserting memory. Therefore it would have been obvious to one having ordinary skill in 
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the art to include the slot of Scheuch et al. in the applicator of Klimowicz et al. to allow 
for remote reprogramming of the applicator by a physician (paragraphs [0014]-[0018]. 

22. As to claims 1 8 and 39-41 , Klimowicz/Scheuch teaches wherein the means for 
programming is a keypad or a touch screen mounted on a body of the inkjet dispenser; 
a display screen electrically connected to the processor (see fig. 2); and wherein the 
input slot is an input slot for a flash memory card (paragraph [0014]). 

23. Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Klimowicz/Scheuch in view of Voges 5894841 . 

24. Klimowicz/Scheuch teaches the applicator as in the above 102(b) rejection. It 
should be noted that Klimowicz/Scheuch fails to teach wherein the inkjet dispenser is a 
thermal droplet inkjet dispenser. Klimowicz/Scheuch teaches a piezoelectric dispenser. 
However, Voges teaches that thermal inkjet dispenser as an alternative to using a 
piezoelectric dispenser. Therefore it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use a thermal inkjet dispenser as an 
alternative to a piezoelectric inkjet dispenser 

Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael G. Mendoza whose telephone number is (571) 
272-4698. The examiner can normally be reached on Mon.-Fri. 9:00 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hayes can be reached on (571) 272-4959. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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